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(PETITION.—Filed Feb. 7, 1902.—J. R. Young, Clerk.) 


Supreme Zourt of the District of Columbia, 


Tue Unitep States or AMERICA, 

ON THE RELATION OF 
Narionat Puonocrarn Company, 
Relator, 
da: At Law. No. 45,225. 
Freperick.I. ALLEN, 


‘ 
CoMMISSIONER OF PATENTS, 
Respondent. 





The above-named relator, National Phonograph Com- 
pany, respectfully represents :-— 


z 


Your relator is a corporation duly organized and existing 
under the laws of the State of New Jersey, having its prin- 
cipal place of business at the city of Orange, in the County 
of Essex, in said State; that the respondent, Frederick I. 
Allen, is the Commissioner of Patents, duly qualified and 
acting as such, and that the said respondent was such Com- 
missioner and acting as such on January 24, 1902, and at 
the time of the decisions hereinafter complained of, and is 


still such Commissioner. Your relator is the owner of the 
M64i—1 
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patents of Thomas A. Edison relating to phonographs, and 

it and its predecessors in interest have since 1889 been en- ‘ 
gaged in the business of selling phonographs and phono- 
graph supplies made by the manufacturing licensee under 
said patents, the Edison Phonograph Works, and it still is 1 
so engaged. 


Il. 


Prior to May 1, 1899, the date of the filing by your re- 
lator of a petition to the Commissioner of Patents herein- 
after referred to, your relator was informed by one Leon F. 
Douglass, of Chicago, Illinois, that he had then recently ap- 
plied for a patent on an alleged invention relating to phono- 
graphs, which alleged invention consisted in operating a 
phonograph at a higher speed than was at that time cus- 
tomarily employed by users of the phonograph. The said } 

Douglass also informed your relator at the same time that ‘ 

his said application for patent had become involved or was 

likely to become involved in an interference with an appli- 

cation for patent on the sume invention then recently filed 

by Thomas H. Macdonald, of Bridgeport, Connecticut, and 

assigned to the American Graphophone Company. Your re- 

lator at the time of receiving this information from the said 

Douglass had been for some time engaged in the selling of 

phonographs known by the trade-name of “ Edison Concert | 
Phonograph” manufactured for it by its manufacturing li- 

censee, the Edison Phonograph Works, and particularly de- 

signed to operate at this higher speed. Your relator and its 

said manufacturing licensee had invested a large sum of 

money in the said business, believing and being advised 

that their legal right to manufacture and sell such phono- 

graphs was beyond question, and that they were fully pro- = 
tected in doing so by the Edison patents which your relator 

owned. Your relator was further advised that no valid r 
patent could be secured by either the said Douglass or the 

said Macdonald or by any other person on the said alleged . 
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invention, because the standard phonographs which had 
been manufactured by the said manufacturing licensee and 
sold by your relator and its predecessors in interest since 
the year 1889 had been adapted by adjustment of their 
speed-regulators to operate at the high speed which was 
claimed to constitute said alleged invention, and had been 
so publicly operated by users of such standard phonographs 
and by your relator and its predecessors in interest, more 
than two years before the filing of applications for patents 
by said Douglass and Macdonald; also because the “tin- 
foil” phonographs which had been manufactured and sold 
by the said Edison in the year 1877 and later had been de- 
signed to operate and had been in fact commonly and pub- 
licly operated at the said high speed; also because the said 
Edison made and publicly used in the year 1895 and later 
a machine known as the “four-hundred thread” machine, 
which had been designed to operate and was commonly and 
publicly operated at the said high speed; also because the 
standard graphophones which had been manufactured by 
the American Graphophone Company for many years had 
been adapted by adjustment of their speed-regulators to 
operate at said high speed and had been so publicly oper- 
ated by users thereof more than two years before the filing 
of the Douglass and Macdonald applications. ’ 

In view of these and other facts known to your relator, 
your relator was advised that any patent granted upon said 
alleged invention would not only be invalid because lacking 


_ in novelty, but also because of the statutory bar against the 


granting of a patent upon any invention which has been 
in public use or on sale more than two years prior to the 
filing of the application for the patent. 


Til. 


Your relator further states that notwithstanding it was 
advised that it could defeat any suit brought against it or its 
customers on any patent which might be granted either to 










































4 
said Douglass or said Macdonald on said alleged invention, 
yet your relator well knew that the litigation of suits brought 
on such a patent would put your relator to large expense, _ 
and that the owners of such a patent could by advertising 
and otherwise intimidating users of your relator’s phono- 
graphs, prospective purchasers of your relator’s phono- 
graphs, and the trade generally, greatly injure your relator’s 
business and largely destroy the value of the investment of 
your relator and its manufacturing licensee in said business ; 
and particularly that the possession of such a patent by 
your relator’s competitor in business, the American Grapho- 
phone Company, would seriously menace the business and 
investment of your relator and its manufacturing licensee. 
Your relator was advised that the true, original and first 
inventor of said alleged invention was your relator's as- Swe 
signor, the said Thomas A. Edison, and that to prevent the 
grant of a patent upon the same to said Douglass or said 
Macdonald, it was necessary that your relator should either 
file an application for patent on said alleged invention in 
the name of said Edison and contest the question of prior- 
ity of invention with said Douglass and Macdonald by an 
interference in the Patent Office; or that your relator should 
petition the Commissioner of Patents to institute public use 
proceedings against the applications of said Douglass and 
Macdonald for the purpose of establishing the existence of i | 
the statutory bar of two years’ public use against such appli- 
cations. Your relator was advised, however, that the said 
Edison could not truthfully make the oath required on the 
filing of an application for patent on said alleged invention, 
because he could not truthfully swear that said alleged in- 
vention had not been in public use or on sale more than 
two years prior to such application, such use having been soe 
made by your relator and said Edison, and beiug well ' 
known to him. 
Your relator, although, by reason of its ownership of 
the inventions of said Edison relating to phonographs, en- 
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titled to a patent for its own benefit upon said alleged inven- 
tion if such a patent could be lawfully granted at all, yet, 
because of the existence of said statutory bar, your relator 
was prevented not only from securing such patent for its own 
benefit, but also from filing an application for such patent, 
and by means of an interference preventing either the said 
Douglass or the said Macdonald from securing such patent. 

Your relator was advised that the only lawful course open 
to it, to prevent the threatened grant of a patent on said 
alleged invention to said Douglass or Macdonald was to 
petition the Commissioner of Patents to institute public use 
proceedings. 


IN 


In the year 1883, there was established in the Patent Office 
the practice of determining by contested inter partes proceed- 
ings, the question as to whether or not the granting of a 
patent upon a pending application was barred under section 
4886 of the Revised Statutes by public use in this country 
for two years prior to the filing of the application for patent, 
of the invention described and claimed in such application, 
when a prima facie case of such public use had been made 
out by affidavits. This practice was based upon the decision 
of the Supreme Court of the District of Columbia in Ex parte 
Von Heffner-Alteneck, which was decided in December, 
1882 (23 O. G. 269; C. D. 1883, p. 139), and was estab- 
lished by a decision of the Commissioner of Patents in the 
same case, dated February 6, 1883 (23 O. G. 2233; C. D. 
1883, p. 33), approved by the Secretary of the Interior on 
appeal, April 17, 1883 (23 O. G. 2233; C. D. 1883, p. 114). 


- The practise thus established has been followed by the Pat- 


ent Office in subsequent cases. See Ex parte Finch, C. D. 
1887, p. 96. 

The practice thus established provided for a contested 
inter partes proceeding between a petitioner protesting 
against the granting of a patent, and showing by affidavits 
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a prima facia case of public use, and the applicant for a pat- 
ent, which proceeding was conducted in accordance with 
the practice in interference cases as defined by the Rules 
of Practice of the|Patent Office ; and on points to which such 
rules are not applicable, in conformity as near as possible to 
the practice of the United States courts in equity proceed- 
ings; and included the trial of such case as a contested case 
before the Examiner of - _ ferences, with the right to ap- 
peal as in interference cases. That practice having been es- 
tablished by the Commissioner of Patents, with the approval 
of the Secretary of the Interior, as provided for in section 
483 of the Revised Statutes, has the foree of law, and is 
binding upon the Commissioner of Patents, making it ob- 
ligatory upon him, after determining that a public use pro- 
ceeding should be instituted, to refer the papers to the 
Examiner of Interferences and have said proceeding con- 
ducted as a contested case and in accordance with the prac- 
tice in interference cases. 


Vv. 


On May 1, 1899, your relator filed with Charles H. 
Duell, then Commissioner of Patents, and the predecessor in 
office of the respondent, a petition supported by affidavits al- 
leging that the invention sought to be patented by the ap- 
plications of the said Douglass and Macaonald had been in 
public use in this country since the year 1877, being more 
than two years before the filing of the said applications, and 
praying that proceedings be instituted to determine the is- 
sue thus raised. A copy of said petition and accompanying 


affidavits is appended hereto and marked “Exhibit A.’- 


The said petition was referred to the primary examiner 
having charge of the class of phonographs, and on May 11, 
1899, as the result of an informal hearing before the pri- 
mary examiner, your relator filed an additional affidavit of 
Thomas A. Edison, elaborating the facts as to one of the 





yf 
for a pat- | items of proof, a copy of which affidavit and the accom- 
ince with panying letter transmitting the same to the Patent Office is 
ive Rules my appended hereto and marked “Exhibit B.” 
hich such 
possible to VI. 
* ‘proceed- | ; On June 7, 1899, the primary examiner made a report 
ested case | on said petition to the said Charles H. Duell, Commissioner 
ght to ap- | of Patents (copy attached, marked “Exhibit C”) finding 
x been es- | that a prima facie case of public use had been made out, 
» approval | and “recommending that public use proceedings be insti- 
in section | tuted to determine whether any device cove od by Douglass’ 
aM and ia | claim one has been in public use more than 0 years prior 
ing-it ob- to Douglass’ application.” No reference was made in this 
House pre: report to the Macdonald application, although that applica- 
ars’ to the a a tion was referred to in said petition; but it appears by the de- 
ding con- cision of the said Charles H. Duell, dated June 30, 1899, 
1 the prac « about to be referred to, that at the time the primary exam- 


| iner made this report “he called the Commissioner’s atten- 
tion to the fact that another application, filed by Thomas 
H. Macdonald, disclosed substantially the same invention 
as that claimed by Douglass, and that one of Macdonald's 


es E. | claims had been suggested to Douglass, who had incorpo- 
ee | rated it in his case, and he recommended that if public use 
Hidavits al- \ proceedings were instituted by the Commissioner, Mac- 
by the Ap | donald should be notified.” { 
ad been in t | 
cing more | | 
itions, and | VAL. | 
ine the is- | “On June 10, 1899, the said Charles H. Duell, Commis- { 
mpanying sioner of Patents, issued an order directed to said Douglass, ! 
chibit A.”?- requesting him to show cause why public use proceedings 
examiner . . should not be instituted against his application, the hearing | 
n May i, . on said order being fixed for June 22, 1899. A copy of said 1 
e the pri- order was transmitted by letter to your relator. A copy of i 
fidavit of ees said order and letter is appended, and marked “ Exhibit D”. 
one of the At the hearing on said order, counsel were heard on behalf 
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of said Douglass, on behalf of the American Graphophone f 
Company, the owner of the invention of the said Macdonald, } 
and on behalf of your relator. And on June 30, 1899, the 7 é 
said Charles H. Duell decided that while your relator had ‘5 
made out a prima facie case for the institution of such 
public use proceedings, yet on account of the pending in- 
terference between the said applications of Douglass and 
Macdonald, “ such public use proceedings should not be in- 
stituted until the said interference should be declared, so 

that the parties can inspect each other’s applications, and 


som - 


the extent of the proceeding may be more intelligently de- 
termined”; as appears by a copy of the said decision at- 
tached hereto and marked “Exhibit E”. 


VII. 


On July 18, 1899, the said interference between Douglass } 
and Macdonald having proceeded to the stage contemplated 
by the said Commissiouer in his decision of June 30, 1899, 
the said Commissioner instituted public use proceedings 
against the Douglass application on your relator’s petition, 
and set times for the taking of testimony. A copy of this de- 
cision was forwarded to your relator with a letter requesting 
your relator to furnish the opposing parties and the Patent 
Office with the names and addresses of the witnesses, and 
the place where the examination would be conducted by { 
your relator, and also requesting your relator to send fifty } 
dollars to pay the expenses of the officer detailed to repre- i 
sent the Patent Office in conducting the proceedings. A 
copy of said decision of the said Commissioner, dated July H 
18, 1899, and the letter referred to, is a aoneest hereto, 
marked “Exhibit F”. le 


Ix. 


Your relator complied with the terms of the last men- 
tioned decision and letter of the said Commissioner, but be- 
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fore the taking of testimony had begun, further proceedings 
in said public use case were suspended by the said Commis- 
sioner to await the decision in the interference case between 
Douglass and Macdonald. 


x. 


On January 30, 1901, your relator having been informed 
that the interference between Douglass and Macdonald had 
been finally decided in favor of Macdonald, and being. ad- 
vised that the public use proceedings directed against the 
application of Douglass presented only a moot question, be- 
cause of the decision adverse to said Douglass in said inter- 
ference, your relator moved the said Charles H. Duell, 

. Commissioner of Patents, to re-form said public use proceed- 
ings by including the said Macdonald application therein, 
and further that your relator should be allowed, through 
its attorneys, to examine the said Macdonald application 
and the said interference proceedings, and be furnished by 
the Patent Office with copies of such portions thereof as it 
might desire, a copy of said motion being annexed and 
marked “ Exhibit G.” A hearing having been had upon 
said motion, at which all parties interested were represented 
by counsel, the said Charles H. Duell, Commissioner of 
Patents, on February 11, 1901, rendered a decision substi- 
tuting the Macdonald application for the Douglass applica- 
tion in said public use proceedings, but denying your 
relator’s motion for access to and copies of the said Mac- H 
donald application and the interference proceedings. A copy 
of said decision of the said Commissioner is attached hereto 
and marked “ Exhibit H.” 


XI. 


Your relator thereupon filed a petition in the office of the 
Secretary of the Interior, praying that the decision of the 


Commissioner of Patents of February 11, 1901, be reviewed j 
61-2 | 











10 


“so far as said decision denied your relator’s right to examine 


and take copies of the said Macdonald application and said 
interference proceedings. Said petition was held by the 
Secretary of the Interior until December 5, 1901, when it 
was dismissed for want of jurisdiction. 


XI. 


During the pendency of the said petition in the office of 
the Secretary of the Interior, the said Charles H. Duell 
was succeeded as Commissioner of Patents by the respond- 
ent, the said Frederick I. Allen. Your relator, on January 
2, 1902, moved the said Frederick I. Allen, Commissioner 
of Patents, in said public use proceedings, to transmit the 
Macdonald file and the other papers in said proceeding, to 
the Examiner of Interferences, with the direction to proceed 
with the case in accordance with the rules in interference 
cases, and under the practice established in the Alteneck 
case, a copy of said motion being annexed, and marked 
“Exhibit I’ At the same time, counsel for the said 
Macdonald moved the said Commissioner of Patents to set 
aside said public use proceedings and issue the patent 
upon the Macdonald application. After a hearing upon 
both the said motions, the said Commissioner of Patents, 
on January 24, 1902, rendered a decision denying Mac- 
donald’s motion to issue his patent, also denying your 
relator’s motion already referred to, and ordering that the 
taking of testimony in said public use proceeding begin at 
a day named. A copy of said decision of the said Commis- 
sioner is attached, and marked “ Exhibit J.” 


XIII. 


Your relator further shows that by said decision of Janu- 
ary 24, 1902, the said Commissioner of Patents has refused 
to follow the practice established under the statute with the 
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approval of the Secretary of the Interior in the Alteneck. 
case, and has decided that the public use proceeding against 
the Macdonald application based upon your relator’s pe- 
tition shall not be conducted as a contested case or under 
the rules in interference cases, but shall be conducted as an 
investigation in which your relator has no standing as a 
- party, but is permitted only to furnish witnesses to the facts 
alleged in your relator’s petition; and it further appears 
from said decision that this anomalous proceeding proposed” 
by the said Commissioner of Patents is one pending in his 
personal office, which is not organized as a trial court, as is 
the office of the Examiner of Interferences, but under the 
Rules of Practice is a court having appellate jurisdiction 
only. And it further appears that your relator, even after 
. said testimony is furnished, may not be permitted to be 
represented by counsel upon the hearing upon said testi- 
mony, and will not be permitted to examine the said Mac- 
donald application or show the pertinency of said testimony 
upon the issué raised by said proceeding, namely, whether 
or not the invention described in the said Macdonald appli- 
: cation was in public use more than two years before the 
filing of said application, and will not have any of the other 
rights of a party to a contested proceeding in the Patent 

Office. 


” 


XIV. 


Your relator further shows that by said decision of Janu- 

ary 24th, 1902, a copy of which is the aforesaid Exhibit J, 

the said Commissioner ordered: “That the taking of testi- 

mony in support of the allegation of public use begin on 

Monday, February 3rd, 1902, or if the witnesses can not be 4 

’ produced at that time upon some day during the week then 

commencing, to be fixed by the protestant, and that it shall 

be completed with the utmost diligence. The National 

a oe Phonograph Company will at once notify this office and 
Macdonald of the names of the witnesses and the place 
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where they will be produced for examination during the 
week stated. Upon its failure to do so, it will be assumed 
that it is no longer willing to assist this office in the inves- 
tigation, and the action upon Macdonald’s application will 
be governed accordingly. John M. Coit, Law Clerk, is de- 
tailed to represent the office and conduct the proceedings.” 
Your relator further avers, upon information and belief, 
that this order was sent by the said Commissioner to 
Leonard H. Dyer, Esquire, the Washington’ representative of 
counsel for the National Phonograph Company, by mail, 
and was not received by him until the 27th day of January, 
1902, which was Monday. Thereupon the said Leonard H. 
Dyer at once communicated with Richard N. Dyer, Esquire, 
the patent counsel of the National Phonograph Company in 
the city of New York, and who had charge of said public mk 
use proceedings for the National Phonograph Company. 
The said Richard N. Dyer, in consequence of illness, was 
unable te take immediate action with respect to the matter 
of the said order; but on Friday, the 31st day of January, 
at his instance, the said Leonard H. Dyer notified the said 
John M. Coit, referred to in the said order, of the illness of 
the said Richard N. Dyer, and that he, the said Richard N. 
Dyer, would call at the office of the said Commissioner on 
the following Monday, February 3rd, when he would inform 
the said Commissioner as to what action he proposed to 
take in the premises. On Monday, the 3rd of February, the 
said Richard N. Dyer accordingly called at the office of the 
said Commissioner of Patents, and informed him that he 
had consulted local counsel with respect to the rightful 
status of the National Phonograph Company in the pending 
public use proceeding, and that the said company had re- 
tained counsel for the purpose of applying to the Supreme ee 
Court of the District of Columbia for a writ of mandamus to 
compel him, the said Commissioner, to recognize the right 
of the said company as an active participant in the said eos 
public use proceeding upon the analogy of an interference 
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proceeding, in accordance with the long-standing practice 
of the said office hereinbefore set forth. The said Richard 
N. Dyer then and there further informed the said Commis- 
sioner that a petition for the said writ was in course of 
preparation, and would certainly be filed within the week 
beginning February 3rd; further, that according to his, the 
said Dyer’s, understanding of the said order of January 24th, 
the said company had the whole of the said week, beginning 
February 3rd, wherein to take action, and that he would 
take it for granted that if application for a mandamus were 
made within the said week it would be in time to anticipate 
any further action of the Patent Office in the public use 
proceeding. To this the Commissioner apparently assented, 
and remarked to the said Dyer that “he considered the 
question tobe raised by the mandamus proceedings a very 
interesting one, and one which he would like to see finally 
settled.” Thereupon the said Dyer left the office, and had 
no further communication with the said Commissioner. 
The petition for mandamus was then accordingly prepared 
and was taken to Orange, New Jersey, on Tuesday, the 4th 
of February instant, for the purpose of having the same 
verified by the aforesaid National Phonograph Company, 
which has its principal office at the said place. The afore- 
said conversation between the said Commissioner and the 
said Richard N. Dyer occurred in the presence of the said 
Leonard H. Dyer, whose affidavit to that effect, together 
with the affidavit of the said Richard N. Dyer, is herewith 
filed, marked Exhibit K. 


XV. 


And the relator further shows to the court, upon infor- 
mation and belief, that nothing further was heard either 
from the said Commissioner or from the said Coit, until 
Thursday, the 6th day of February instant, when the said 
Leonard H. Dyer received through the mail from the said 
Commissioner of Patents what purported to be a copy of an 
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order issued by the said Commissioner, and which, after re- 

citing the language of the aforesaid order of January 24, 

1902, to the following effect, “The National Phonograph ce 
Company will at onee notify'this office and Macdonald, of 
the names of the witnesses and the place where they will 
be produced for examination during the week stated. Upon 
tts failure to do so, it will be assumed that it is no longer 
willing to assist this office in the investigation, and the ac- 
tion upon MacDonald’s application will be governed accord- 
ingly,” proceeded as follows : 

“The National Phonograph Company has not complied 
with this order; and since it is apparently not willing to 
produce the witnesses to the alleged public use for examina- 
tion, a continuation of the investigation is impractical. The 
order constituting the public use proceeding is set aside, 
and Macdonald’s application is remanded to the primary 
examiner for consideration and action. 

F. L. Auten, Commissioner. 

February 5, 1902.” 


All of which will more fully appear from the copy of the 
said order marked Exhibit L which is filed herewith, and 
prayed to be read as part hereof. 


XVI. 


While your relator does not intend to charge the said 
Commissioner with any fraudulent intent or wrongful pur- 
pose in issuing the said order last hereinbefore referred to, 
nevertheless he does aver that the issuance of the said order 
under the circumstances hereinbefore set forth, and espe- 
cially in view of the words uttered by the said Commis- 
sioner in reply to the statement that mandamus proceedings ’ 
were contemplated, aud that the papers concerning the 
same were in preparation for filing, constitute a ‘fraud in 
law upon the rights of your relator,and an attempt to & 
deprive your relator of legal rights which had been con- 











examine 
and said 
d by the 
, when it 


» office of 
H. Duell 
respond- 
January 
missioner 
smit the 
eding, to 
0 proceed 
erference 
Alteneck 
marked 
the said 
nfs to set 
ie patent 
ing upon 
Patents, 
ing Mae- 
ing your 
that the 
begin at 
Commis- 


of Janu- 
s refused 
with the 









oo 


15 


stituted by the declaration of the aforesaid public use pro- 
ceedings, and of which he can not be divested by the 


saforesaid ex parte, arbitrary and illegal order of the said 


Commissioner. 
XVII. : 

Your relator further charges that he has no relief in the 
premises save by a writ of mandamus, and that as he is ad- 
vised by counsel an appeal or a writ of error will not lie 
from the action of the said Commissioner, respondent, to 
any superior tribunal. Further, your relator shows that the 
action of the said respondent in the premises is a matter of 
public concern, and one occurring in the administration of 
justice. Your relator therefore prays that this honorable 
court will, by its writ of mandamus, command the said re- 
spondent the said Frederick I. Allen, Commissioner of 
Patents as aforesaid, to forthwith reinstate the aforesaid 
public use proceeding, and having so done to grant to your 
relator the rights of a party in interest in said public use 
proceeding, and to conduct said proceeding as a contested 
case under the practice prevailing in the aforesaid office, in 
accordance with the decision in the Alteneck case herein- 
before referred to. 

(SEAL) Nartionat Puonocraru Co., 

By Wit11am E. Gieuore, 


President. 
Leonarp H. Dyer, 


Ricwarp N. Dyer, 
R. Ross Perry & Son, 
Altys. for Relator. 
Disrrict or CoLumpta, 3s: 

I, William E. Gilmore, do solemnly swear that I am the 
same person who has signed the foregoing petition as presi- 
dent of the National Phonograph Company, the relator 
therein, and that I am such president and haye authority 
from the said corporation to sign the said petition and 
verify the same; further, that I have read the foregoing 


sain tlhe Aisne Mla ce 
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petition, and know the contents thereof; that the matters 
therein stated of my own knowledge are true, and that those 
therein stated on information and belief I believe to be 
true. Further, that the corporate seal hereto attached is 
the true corporate seal of the said relator, the National 
Phonograph’ Company. 
Wituram E. Grimore. 
Subscribed and sworn to before me this 7th day of 


February, A. D. 1902. 
J. R. Youne, 
: Clerk, 
By L. G. Witrrams, 
Asst. Clerk. 





(RETURN OF Reronnmne od April 9, 1902—J. R. Young, 
erk, 


In the Supreme Court of the District of Columbia. 





Tue Unirep Srares or AMEaIca 
ON THE RELATION OF 
Tue Nationat Puonocraru Com- 
PANY, A BODY CORPORATE, 
Relator, At Law, No. 45,225. 
v8. 


Freperick I. Aten, 
CoMMIssIONER OF PaTENTs, 
Respondent. 





Return of Respondent to Rule to Show Cause 
Why a Writ of Mandamus Should Not Issue. 


The said Frederick I. Allen, Commissioner of Patents, 
comes and as his answer to the order to show cause why 
the said writ of mandamus should not issue says: 








__, Raymond R, Wile 


ih he pn lal Ae ai lic aint an a at a 












17 


The respondent admits that he is the Commissioner of 
Patents duly qualified and acting as such, and that he was 
such Commissioner and acting as such on January 24, 
1902, and has continued to so act since that date, as 
alleged in the first paragraph of the petition. 

The respondent admits the allegations of the 5th, 6th, 
7th and 8th paragraphs of the petition. 

The respondent admits that the relator complied with 
the order of July 18,1899, mentioned in the 9th paragraph 
of the petition, in so far as notice of the names of the 
witnesses and place of examination and furnishing $50.00 
are concerned, but alleges that it made a motion to extend 
the times for taking testimony, which motion was granted. 
The times were subsequently extended by the Acting 
Commissioner upon his own motion, and the taking of 
testimony was finally suspended until the interference 
between Douglass and Macdonald was concluded. 

The respondent alleges that the relator made application 
to the Patent Office for a copy of Macdonald's application 
and in a decision rendered October 9, 1899, the then Com- 
missioner of Patents decided that it was not entitled to see 
and obtain copies of Macdonald’s application, a copy of 
which decision is hereto attached as Exhibit A. r 

That the relator filed a petition to the Secretary of the 
Interior from this ruling, and the Secretary dismissed the pe- 
tition on the ground of lack of jurisdiction because the ques- 
tion had been judicially determined by the Commissioner, 
a copy of which decision is hereto attached as Exhibit B. 

That on November 1, 1900, a decision was rendered in 
the interference in favor of Macdonald as the first inventor. 

The respondent adinits the allegations of the 10th para- 
graph of the petition. 

The respondent admits the allegations of the 11th para- 
graph of the petition and annexes hereto and as a part 
hereof a copy of the said decision of the Secretary of the 


Interior as Exhibit C. 
461-8 
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The respondent admits the allegations of the 12th para- 
graph of the petition. In regard to this matter, the re- 
spondent alleges further that in said decision of January 24, s 
1902, the relator was specifically informed that it was not a 
party in interest and was not entitled to contest the issue of 
a patent to Macdonald, and it was ordered that the taking 
of testimony begin during the week commencing February 
3, 1902, and it was said: 

“The National Phonograph Company will at once 
notify this office and Macdonald of the names of the 
witnesses and the place where they will be produced 
for examination during the week stated. Upon its 
failure to do so, it will be assumed that it is no 
longer willing to assist this office in the investigation, 
and the action upon Macdonald’s application will be 
governed accordingly.” s *# 

That the relator did not at once notify the respondent of 
the names of the witnesses and the place where they would 
be produced for examination during the time stated, as re- 
quired ; but, on the contrary, counsel notified him orally 
on or about Monday, February 3, that the witnesses would 
not be produced during the week commencing February 3, 
1902, and that the relator intended to apply to the courts 
for a mandamus compelling the respondent to conduct the 
investigation as a contest. 

‘That upon consideration of all of the facts the respondent 
decided that an investigation of the relator’s allegations of 
public use was not warranted, and therefore notified the re- 
lator and Macdonald on February 5, 1902, that the order 
instituting the investigation was set aside and Macdonald’s 
case was remanded to the primary examiner for consider- 
ation and action, as will appear from the decision then ren- 
dered, a copy of which is attached to the petition as ex- se 
hibit L. : 

The respondent denies that his personal office is organ- 
ized “as a court having appellate jurisdiction only,” as i ¢@ 
alleged in the 13th paragraph of the petition. 


a ~ 
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The respondent alleges that he is the head of the Patent 
Office, with power to act personally in any case coming be- 
fore it. 

The respondent further admits that the relator has no 
remedy by appeal or writ of error. The respondent alleges 
that no appeal lies to the Secretary of the Interior, because 
the question is one judicially determined by the respondent 
as an executive officer of the Government. 

He further alleges that an appeal would lie if he had failed 
to perform some ministerial duty prescribed by rules ap- 
proved by the Secretary of the Interior. 

The respondent admits that the Supreme Court of the 
District of Columbia rendered a decision in the case of 
Von Hefner-Alteneck, (23 O. G. 269), in regard to the re- 
jection of applications on the ground of two years’ public 
use, and that on an appeal to the Secretary of the Interior 
from a ruling of the Commissioner of Patents (23 O. G. 
2233), in that case the Secretary rendered a decision (23 O. 
G. 2233), affirming the action of the Commissioner, but de- 
nies that said decisions established a rule of practice pro- 
viding for a contested proceeding which was to be con- 
ducted in accordance with the rules in interference cases. 

. The respondent further alleges that the practice in the 
Patent Office is governed by the laws passed by Congress 
and aset of rules made by the Commissioner of Patents, 
and approved by the Secretary of the Interior in accordance 
with section 483 of the Revised Statutes, and published in 
pamphlet form, entitled Rules of Practice in the United 
States Patent Office, under the authority of section 488 of 
the Revised Statutes. 

That the last edition of said Rules of Practice, approved 
by the Secretary of the Interior on July 18, 1899, contains 
the following as rule 213: 

“213. All cases not specifically defined and provided for 
in these rules will be decided in accordance with the merits 

of each case under the authority of the Commissioner, and 


Raymond R. Wilé 
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such decision will be communicated to the interested party 
in writing.” de 

That these Rules of Practice do not specifically prescribe 
the procedure in public use investigations. ' 

The respondent further shows to the court that he has : 
judicially determined that an investigation of the question 
of public use in this case is not warranted. And the re- 
spondent insists on this special matter of defense and asks 
to have the same benefit therefrom as if he had demurred 
specially to said petition. 

The respondent further answering says, that the petition 
of the relator does not allege as a matter of fact that it is 
entitled to a patent upon the invention claimed by Mac- 
donald. And the respondent insists on this special matter 
of defense and asks to have the same benefit therefrom as if 
he had demurred specially to said petition. , 


The respondent further says that by reason of the facts oon 
hereinbefore alleged, he should be dismissed with his reas- 
onable costs. 


Freperick J. ALien. 
Joun M. Corr, Counsel. 


Disrrict oF CoLuMBIA, 83: 

On this day personally appeared before me, a notary 
public in and for the said District of Columbia, Frederick I. 
Allen, and made oath that he is the respondent in the 
above entitled cause; that he has read the foregoing answer 
by him subscribed and knows the contents thereof; that 
the same is true of his own knowledge, except the matters 
therein stated on his information and belief, and that as to 
those matters he believes it to be true. 


Given under my hand this 9th day of April, 1902. @o4 
A. M. Burr, 
(SEAL) Notary Public for District of Columbia. 








Raymond R, Wile. 
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son intervening in said public use proceeding that he is an 
applicant for a patent with respect to the invention in- 
volved in the said public use proceeding. 


. 
(REPLICATION.—Filed April 21, 1902.—J. R. Young, Clerk.) 
In the Supreme Court of the District of Columbia. 





Tue Unirep Sratres or AMERICA 
ON THE RELATION OF 
Tue Nationa PHonocrara Co., 
A BODY CORPORATE, 
Relator, 
v8. | 


At Law, No. 45,225. 


Freverick I. ALLEN, 
CoMMISSIONER OF PATENTS, 


Respondent. 





Now comes the relator in the above entitled cause, by its 
attorneys of record, and for plea to so much of the return 
of the respondent to the rule to show cause why a writ of 
mandamus should not issue against him as purports to be a 
response to the 12th paragraph of the aforesaid petition, 
says that the said respondent ought not to be admitted or 
received to plead that he, the said respondent, decided that 
an investigation of the relator’s allegations of public use was 
not warranted and that the order instituting said investiga- 
tion for public use was set aside, and that what is desig- 
nated in the return of the said respondent as the McDonald 
case was remanded to the Primary Examiner for considera- 
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tion and action, because it saith that as soon as it was, 

brought to the notice of the said relator that the said re- 

spondent had passed the following order, to wit: : 

“The National Phonograph Company will at once 

notify this office and McDonald of the names of the 
witnesses and the places where they will be pro- 
duced for examination during the «week stated. 
Upon its failure to do so, it will be assumed that it is 
no longer willing to assist this office in the investi- 
gation and action upon the McDonald application 
will be governed accordingly.” 


An agreement was made between the said respondent and 
Richard N. Dyer and Leonard H. Dyer, who were then at- 
torneys of the relator, that no further action should be taken 
in the said public use proceedings until the relator should 
have filed its petition in the Supreme Court of the District 
of Columbia for a mandamus to said respondent to compel 
him as Commissioner of Patents to grant to your relator the 
rights of a party in interest in the said public use proceed- 
ing, and to conduct the said proceedings as a contested case 
under the practice prevailing in the United States Patent 
Office and in accordance with a decision of the Supreme 
Court of the District of Columbia in what is known as the 
Alteneck case, and further until the decision of the said 
court upon the said petition should have been made. Fur- 


* ther the relator says that acting upon said agreement its 


said attorneys did not notify the said office and the said 
McDonald as in the said order required as they should have 
done had they not relied upon the aforesaid agreement with 
the said respondent, and further it says that in reliance upon 
the said agreement, they did prepare and file in the Su- 
preme Court of the District of Columbia, the said petition 
for mandamus, which is the pending proceedings, and that 
the aforesaid order of the said respondent setting aside the 
order instituting the public use proceedings and remanding 
the said McDonald case to the Primary Examiner for con- 
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~ sideration and action was in direct violation of the aforesaid 
agreement, and this the said relator is ready to verify. 
Therefore it prays judgment if the said respondent ought to 
be admitted or received to his said plea contrary to his own 
knowledge and agreement as aforesaid. 

2. And for a plea to so much of the said return as denies 
that the personal office of the said respondent, Commis- 
sioner of Patents, is organized as a court having appellate 
jurisdiction only, the relator re-avers that the said office, is 
organized as a court haying appellate jurisdiction only, and 
this the relator is ready to verify. 

3. And for a plea to so much of the said return as al- 
leges that the said respondent is the head of the Patent 
Office with power to act personally in any case coming be- 
fore it, the relator says that the said respondent is not the 
head of the Patent Office with power to act personally in 
any case coming before it, the said office, and this it is 
ready to verify. 

4. And for a plea to so much of the said return as avers 
that an appeal would lie to the Secretary of the Interior if 
the respondent Commissioner of Patents had failed to per- 
form some ministerial duty prescribed by the rules ap- 
proved by the Secretary of the Interior, the relator says 
that the Secretary of the Interior has judicially determined, 
in so far as any decision of his can be termed a judicial de- 
cision, that the duty discharged by the said respondent in 
determining questions arising in public use proceedings is 
a judicial and not a ministerial duty, wherefore the said re- 
lator, while not admitting the correctness of the said decis- 
ion of the Secretary of the Interior was yet concluded 
thereby in so far as any appeal from the said respondent 
Commissioner of Patents to the said Secretary of the Inter- 
ior was concerned with respect to the aforesaid order dis- 
missing the public use proceedings and remanding the case 
to the Primary Examiner and this it is ready to verify. 

5. And for a plea -to so much of the said return as de- 
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nies that the decisions referred to in the said petition and 
return relating to the said public use proceedings estab- 

“ lished a rule of practice providing for a contested proceed- 
ing which was to be conducted in accordance with the rules 
in interference cases, the said relator re-avers that the afore- 
said decisions did establish a rule of practice in said Patent 
Office providing for a contested proceeding which was to be 
conducted in accordance with the rules in interference cases 
and this the relator is ready to verify. 

6. And for a further plea to so much of the said return 
as is specified in the plea immediately preceding this plea, 
the relator says that the aforesaid decisions in the said pre- 
ceding plea mentioned established the said rule of practice 
and that thereupon there grew up and was established a 

. custom in the said office in accordance with the said de- 
cisions which custom has been uniformly followed until the 
same was first departed from in this case only by one 
Charles H. Duell, the immediate predecessor of the said re- 
spondent in his office of Commissioner of Patents as afore- 
said, as set forth in the petition of the relator fur the said 
writ of maudamus, and this the said relator is ready to 
verify. 

7. And for a plea to so much of the said return as avers 
that the rules of practice do not specifically preseribe the 
procedure in public use investigations, the said relator says 
that the said rules of practice do specifically describe the 
procedure in public use investigations and this it is ready 
to verify. 

8. And for a plea to so much of the said return as shows 
to the court that the said respondent as such Commissioner ; 
of Patents has judicially determined that the investigation 
. of the question of public use in this case is not warranted, 
the said relator says that the said respondent ought not to be 
admitted or received to plead that he, the said respondent 
as such Commissioner of Patents, has judicially determined 
that the investigation of the question of public use in this 
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case is not warranted, because it saith that as soon as it was 
brought to the notice of the said relator that the said re- 
spondent had passed the hereinbefore recited order, an 
agreement was made between the said respondent and 
Richard N. Dyer and Leonard H. Dyer, who were then the 
attorneys of the relator, that no further action should be 
taken in the said public use proceedings until the relator 
should have filed its petition in the Supreme Court-of the 
District of Columbia for a mandamus to said respondent to 
compel him as Commissioner of Patents to grant to your 
relator the rights of a party in interest in the said public 
use proceeding and to conduct the said proceedings as a 
contested case under the practice prevailing in the United 
States Patent Office and in accordance with a decision of 
the Supreme Court of the District of Columbia in what is 
known as the Alteneck case and further until the decision 
of the said court upon the said petition should have been 
made, Further the relator says that acting under said 
agreement its said attorneys did not notify the said office 
and the said McDonald as in the said order required as 
they should have done had they not relied upon the afore- 
said agreement with the said respondent, and further it 
says that in reliance upon the said agreement, they did pre- 
pare and file in the Supreme Court of the District of Colum- 
bia the said petition for thandamus which is the pending 
proceedings and that the said judicial determination of the 
said respondent to the effect that the investigation of the 
question of public use in this case is not warranted was in 
direct violation of the aforesaid agreement, and this the 
said relator is ready to verify. Wherefore it prays judgment 
if the said respondent ought to be admitted or received to 
his said plea contrary to his own knowledge and agreement 


as aforesaid. 
Ricuarp N. Dyer, 


Leonarp H. Dyer, 
R. Ross Perry & Son, 
Attorneys for Relator. 
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(WITHDRAWAL OF PLEADINGS AND DEMURRER TO PLEAS.— 
Filed June 25, 1902.—J. R. Young, Clerk.) 


In the Supreme Court of the District of Columbia. 


Tue Unrrep States or AMERICA, . 
ON THE RELATION OF 
Tue Nationa Poonocraps Co., 


Healer; At Law. 45,225. 
U8. 


Freperick I. ALLEN, 
CoMMISSIONER OF Patents, 


Respondent. 


The respondent with the leave of the court withdraws all 
of his pleadings filed subsequent to his answer filed April 
9, 1902, and demurs to the pleas of the relator filed April 
21, 1902, as bad in substance. This is done with the express 
understanding that if the demurrer is overruled the plead- 
ings may be refiled. 

Joun M. Cort, 
Counsel for Respondent. 


Raymond R, Wilé 


. IN THE 


Supreme Court of the District of Columbia, , 





4 Tue Unirep Srates or AMERICA 
ON THE RELATION OF 
Nationat PooxocrarH Company, 
Relator, 
wu At Law, No. 45,225. 


. Freperick I. ALLEN, ComMtIs- 
SIONER OF PaTENTS, 
Respondent. 


BRIEF FOR RELATOR. 





STATEMENT OF CASE. 


On the 7th of February, 1902, the relator, the National 
Phonograph Company, filed in the Supreme Court of the 
District of Columbia its petition for a writ of mandamus 
against the respondent, Frederick I. Allen, Commissioner 
of Patents. The grounds set forth in the petition upon which 
the application was based are the following: 
The relator is a corporation under the laws of New Jer- 
sey, having its principal place of business in the county of 
. Essex, in that State. It and its predecessors in business 
have, since the year 1889, been and still are engaged in i 
the business of selling phonographs and phongraph sup- 
5 plies which have been made by the Edison Phonograph 


Works, the manufacturing licensee of the relator, under ; 
481-1 ! 
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certain of the phonographic patents of one Thomas A. 
Edison. : 

Prior to May 1st, 1899, the relator was informed that an 
application for a patent had been made by one Leon F. 
Douglass on an alleged invention relating to phonographs, 
consisting in operating a phonograph at a higher speed 
than was at that time usual. At about the same time the 
relator was further informed that a similar application had 
been made by one Thomas H. MacDonald, and that his 
application had been assigned to the American Grapho- 
phone Company. , 

At the time of receiving this information, and prior 
thereto, the relator had been engaged in the selling of pho- 
nographs known by the trade name of the “ Edison Con- 
cert Phonograph,” made by it under a patent to the said 
Edison, which were particularly designed to operate at this 
higher speed. The relator and its said manufacturing li- 
censee had then invested large sums of money in manufae- 
turing the said phonograph, believing and being advised 
that they were fully protected therein by the aforesaid Ed- 
ison patents, which it owned. The relator was further ad- 
vised that no valid patent could be procured for the said 
higher speed process, because the standard phonographs 
which it had manufactured and sold since the year 1889 
had been adapted, by adjustment of their speed regulators, 
to operate at the high speed which was claimed to consti- 
tute said alleged invention, and had been so publicly oper- 
ated by users of such standard phonographs and by the 
relator and its predecessors in interest more than two years 
before the filing of application for patents by said Douglass 
and Macdonald. The petition proceeded to set out other in- 
stances of the use of the said process for more than two 
years prior to the filing of an application for a patent there- 
for. 

The relator then averred that neither it nor its assignor, 
the said Edison, who was really the inventor of said process 
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: # of rapid motion, could make application for patent therefor, 
homas A. supposing the said process to be patentable, because both Q 
S i Edison and the said relator had employed the said process 
ed i a more than two years prior to the filing of the said applica- 
ie Leon F, 


tion, and therefore could neither of them make oath that 
the said process had not been in public use for more than 
: two years prior to the filing of the said application. 

time the The relator then averred that the granting of a patent 
eaten had for the said process would involve it in litigation, and 
d that his thereby put it to large expense, and would subject it to 


onographs, 
sher speed 





n Grapho- financial loss, in that the obtainer of such a patent could, 
‘ by advertising and otherwise, intimidate users of the re 
and prior lator’s phonographs, prospective purchasers of said phono- 
ng of pho- graphs, and the trade generally, greatly injure the relator’s 
dison Con- - business, and largely destroy the value of the investment of 
‘0 the said 7 the relator and its manufacturing licensee in said business, 
rate at this and would, moreover, particularly injure it by enabling the 
cturing li- « ‘ relator’s competitor in business, the American Graphophone 
: manufac- Company, to seriously menace the aforesaid money invest- 
1 advised ment of the relator and its manufacturing licensee. 
vresaid Ed- The relator then proceeds to set forth the existence in the 
further ad- Patent Office of what is called a public use proceeeding, the 
wr the said nature of which will be more fully hereafter disclosed, 
onographs The petition then avers that on the first of May, 1899, 
year 1889 the relator filed with the then Commissioner of Patents a 
regulators, petition setting up that the process sought to be patented 
lees had been in public use in this country since the year 1877; 


that on June 7, 1899, a report was made by the primary 
ind by the examiner to the Commissioner of Patents recommending 


ta Be that public use proceedings be instituted to determine i 
ibe ase whether the said process had been in such public use. On j 
ps sia . the tenth of June, 1899, the then Commissioner of Patents 
van two . 


issued an order to said Douglass requiring him to show 
cause why public use proceedings should not be instituted 

a) against his application for a patent upon the said pro- 
cess. 


tent there- 
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The result of this was that on June 30, 1899, the Com- 
missioner of Patents decided that an interference proceeding 
should be declared between the said Douglass and Macdon- 
ald, and that the public use proceedings should be post- 
poned until the determination of said interference. t 

On July 18, 1899, the said interference between Doug- 4 
lass and Macdonald having reached a certain stage, the : 
then Commissioner instituted public use proceedings against 
the application of the said Douglass, on the petition of your 
relator, and set time for the taking of testimony. Your 
relator was requested to make a deposit of fifty dollars to 
pay the expenses of litigation, and to furnish the Patent 
Office with the names and addresses of the witnesses, and 
the place where the examination would be conducted by 
the relator, all of which terms were complied with by the oe 
relator. Further proceedings in said public use case were 
then suspended by the Commissioner to await the decision 
in the aforesaid interference case. 

On January 30, 1901, your relator, having been informed 
that the interference between Douglass and Macdonald 
had been finally decided in favor of Macdonald, moved the 
then Commissioner to reform said public use proceeding 
by including the Macdonald application therein, and fur- 
ther moved that it, the relator, should be allowed, through 
its attorneys, to examine the said Macdonald application 
and to be furnished by the Patent Office with copies of 
such portions of said application as it might desire. Upon 
hearing, the then Commissioner decided that the substitu- 1 
tion should be made as prayed for, but denied access to 
and copies of the said Macdonald application and the 
interference proceedings. From so much of this decision 
as refused copies of the said papers and access to the said oe 
files the relator prayed an appeal to the Secretary of the 
Interior, asking that the said Commissioner's -decision, 
which was dated February 11, 1901; might be in that yo 
respect reviewed. This petition was held by the Secretary = - is 
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until December 5, 1901, when it was dismissed for want of 
jurisdiction. 

During the pendency of these proceedings the respondent, 
Frederick I. Allen, succeeded to the office of Commissioner 
of Patents; whereupon your relator, on January 2, 1902, 
moved the said respondent to transmit the files in the Mac- 
donald application und other papers in said proceeding to 
the Examiner of Interferences, with instructions to proceed 
therewith in accordance with the rules in interference cases, 
and under the practice in public use proceedings which will 
be more particularly hereinafter described. At the same 
time counsel for Macdonald moved to set aside the said pub- 
lic use proceedings, and to issue a patent upon the Macdon- 
ald application. 

After a hearing upon both of said motions the respondent, 
on January 24, 1902, rendered a decision denying Mac- 
donald’s motion for a patent, but also denying the relator’s 
motion, and ordering that the taking of testimony in the 
said public use proceedings should begin upon a day named. 

The petition then avers that the order of the said respon- 
dent was in contravention of the said practice in public use 
proceedings. 

The petition then ayers that the respondent, by his said 
decision of January 24, 1902, ordered as follows: 


“That the taking of testimony in support of the 
allegation of public use begin on Monday, February 
3rd, 1902, or if the witnesses cannot be produced at 
that time upon some day during the week then com- 
mencing, to be fixed by the protestant, and that it 
shall be completed with the utmost diligence. The 
National Phonograph Company will at once notify 
this office and Macdonald of the names of the wit- 
nesses and the place where they will be produced 
for examination during the week stated. Upon its 
failure to do so it will be assumed that it is no 
longer willing to assist this office in the investiga- 
tion, and the action upon Macdonald’s application 
will be governed accordingly.” 
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The petition then proceeds to aver at length that when 
this order was communicated to the New York counsel for 
the relator, who was charged with the relator’s interests in 
the said public use proceedings, he was ill; but that 
through his brother, assistant counsel in the city of Wash- 
ington, his illness was made known to the respondent, and 
that thereafter, and before the time set for the taking of the 
testimony had expired, both said counsel in person saw the 
respondent, explained to him that the slight delay had 
been caused by illness, and detailed to him at length the 
plan that they had formed, after consultation with a mem- 
ber of the local bar not otherwise engaged in the case, of 
presenting to the Supreme Court of the District of Colum- 
bia for judicial determination the question of the true posi- 
tion of the relator in the publie use proceedings under the 
determination of the respondent and of his predecessor in 
office ; that they then and there informed the said respond- 
ent that a petition was being prepared for a mandamus, 
which would be forthwith filed, and that they understood 
that if the said petition were filed within the week begin- 
ning February 3, 1901, it would be in time to arrest any 
further proceedings in the said public use matter; that he 
responded and assented to this; and that the said counsel 
acted upon the faith of said assent, and that said petition 
was accordingly prepared and taken to Orange, N. J., for 
verification. As appears by the record, the petition was in 
fact. filed on February 7, which was within the week re- 
ferred to. 

The petition then avers that notwithstanding the said 
agreement on the part of the respondent, without any notice 
whatever to the relator or its counsel, said respondent on 
the sixth of February, 1902, issued an order dismissing the 
said public use proceeding. The petition proceeds to aver 
that the said action on the part of the Commissioner is a 
fraud in law upon the rights of the relator. 

The relator concludes his petition by averring that he 
has no relief in the premises save by a writ of mandamus, 
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and that he is advised by counsel that an appeal or a writ 
of error will not lie from the action of the respondent to any 
superior tribunal. Further, the relator avers that the action 
of the respondent in the premises is a matter of public con- 
cern, and one occurring in the administration of justice. 
‘The petition concludes with a prayer for the writ of man- 
damus commanding the said respondent to reinstate the 
said public use proceedings, and having so done to grant to 
the relator the rights of a party in interest in said proceed- 
ings, and to conduct the same as a contested case under the 
practice prevailing in the Putent Office. 

On the 9th of April, 1902, the respondent filed a return 
in which, after admitting the formal allegations of the peti- 
tion, he sets up as the main grounds of objection to the re- 
lief prayed, first, that the relator is not a party in interest, 
and therefore not entitled to contest the issue of a patent to 
Macdonald; secondly, that the relator failed to at once no- 
tify the office of the Commissioner of Patents and Mac- 
donald of the names of the witnesses and the place where 
they would be produced for examination during the week be 
ginning Monday, February 3, as specified in the order here- 
inbefore referred to; third, that the respondent, in the exer- 
cise of his judicial discretion, determined that the said 
public use proceedings should not continue, and judicially 
ended the same by an order made on the fifth duy of Feb- 
ruary, 1902. The respondent denies that his personal office 
is organized as a court having appellate jurisdiction only, 
and avers that he is the head of the Patent Office, with 
power to act personally in any case coming before it. 

The respondent next admits that the relator has no rem- 
edy by an appeal or writ of error, and avers that this is so 
because he, respondent, as Commissioner of Patents, acts 
judicially in lis determination upon questions of public use. 
He further avers that an appeal, however, would lie if his 
action in the premises had been merely a ministerial 
one. 
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The respondent then refers to certain authorities per- 
tinent to the said public use proceedings, which will be 
more fully hereinafter considered, and denies the conten- - 
tions of the relator with respect thereto. 

The respondent then sets up a certain rule of practice, 
No. 213, applying in the office of the Commissioner of 
Patents, which will be hereafter considered. 

The respondent concludes with an insistence upou the 
defense already made, that his action in the premises has 
been a judicial one, but also further insists that the relator 
does not allege asa matter of fact that it is entitled toa 
patent upon the invention claimed by Macdonald. 

On the 21st of April, 1902, the relator demurred to so 
much of the said return as averred that the relator failed 
to allege as a matter of fact that it was entitled to a patent ~ 
upon the invention claimed by Macdonald; and on the 
same day the relator filed a replication, which will be 
found at pages 22 to 26 of the record. This replication set 
up an estoppel against the respondent as to all acts con- 
nected with the dismissal of the public use proceedings 
which occurred subsequent to the interview between the 
counsel for the relator and the said respondent, which is 
set forth in the original petition. 

The replication in express terms avers that a specific 
agreement was made between the respondent and the rela- 

. tor’s counsel that no further action should be taken in the 

said public use proceeding until the upplication for a man- 
damus referred to should have been heard and determined } 
by the Supreme Court of the District of Columbia. 

The said replication re-avers that the office of the Commis- 
sioner of Patents is organized as a court having appellate 
jurisdiction only; that the respondent is not the head of the . 
Patent Office; that the Secretary of the Interior has judi- 
cially determined that no appeal will lie from a decision of . 
the Commissioner of Patents such as is hereinbefore referred e 
to; and that the rules and custom and practice of the Pat- 
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ent Office in public use proceedings are in fact as is averred 
in the petition. 

On the 25th of June, 1902, the respondent interposed a 
demurrer to the entire replication of the relator filed April 
21, 1902; and it is upon this demurrer that the case has 
been argued. 


ARGUMENT. 
ye 
Public Use Proceedings. 


It is very necessary that the court should, at the outset, 
understand thoronghly what is meant by “ public use pro- 
ceedings” in the United States Patent Office; for the whole 
case of the relator depends upon a correct understanding of 
the law and the facts applicable to these proceedings. Un- 
der section 7 of the act of Congress of 1839 it was provided 
that if for more than two years before application for a pat- 
ent was made the patented invention was in public use, 
with or without the consent of the subsequent patentee, the 
patent was invalidated thereby. It is not necessary here to 
review the whole course of subsequent legislation or of judi- 
cial decision in connection with this language of the statute 
and with this principle of the law. A reference to a single 
decision of the Supreme Court of the United States will 
cover this whole field. 

In the case of Andrews vs. Hovey, 123 U.S., page 267, the 
late Mr. Justiee Blatchford delivered the unanimous decis- 
ion of the Supreme Court of the United States, in which the 
legislation and course of judicial decision referred to were 
thoroughly reviewed; and the conclusion of the court is 
that if more than two years before the application for a 


patent the invention covered by it was in public use, 
2181-2 
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whether with or without the consent of the subsequent 
patentee, the patent was rendered invalid. 

Section 4886 of the Revised Statutes of the United States oe Vid 
is the last expression of the legislative mind upon the sub- 
ject; and the words are: f 


“Any person who has invented or discovered any 
new and useful art, machine, manufacture or com- 
position of matter, or any new and useful improve- 
ment thereof, not known or used by others in this 
country and not patented or described in any printed 
publication in this or any foreign country before his 
invention or discovery thereof, and not in public use 
or on sale for more than two years prior to his applica- 
tion, unless the same is proved to have been aban- 
doned, may, upon payment of the fees required by 
law and _ other due proceedings had, obtain a patent 
therefor.” 





It therefore becomes always a pertinent and material 
question for inquiry, when an application for a patent is 
made, whether or not it has been in public use during the 
time specified by the statute. 

Although this legislation reaches back, as has been said, 
to the year 1839, yet it does not appear that any settled 
practice existed in the Patent Office in this regard until the 
same was prescribed by the judicial action of this court in 
the case of Ex parte Von Heffner Alteneck. This case will 
be found reported in MacArthur and Mackey’s Reports, p. 
353, under the title of “In re Alteneck’s Appeal.” The 
i unanimous decision of the court was pronounced by the 
: late Mr. Justice Cox, and is as follows: 

“Tn this case it appears that Alteneck’s applica- 
tion has been rejected by the Commissioner on the 
ground that his alleged invention was in public use oe 
and on sale for more than two years before the time 

j when his application for a patent was filed. ‘Ihis is 
a sufficient ground for the rejection of an applica- a, 
tion for a patent, if it be sufficiently established. ce 

“The appellant complains that no notice was 
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given him of the intention to take and file affiday- 
its, and that no opportunity was given him by the 
Commissioner to cross-examine the affiants, and so 
the facts appear. When the Commissioner has per- 
sonal knowledge of the prior use and sale, or other 
fact pertinent to the question of patentability, he is 
authorized to act upon that knowledge; but when 
he does not possess such knowledge, and has to ac- 
quire his information through the testimony of 
others, the examination becomes a kind of judicial 
inquiry, and when the testimony is furnished by 
those in adverse interest it becomes substantially a 
contest, although the proceeding is in form ex parte. 
In such case justice requires that the fate of the ap- 
plication be determined by proof which conforms to 
the fundamental canons of the law of evidence. 
According to these, ex parte affidavits, taken without 
opportunity to cross-examine, are in no case admis- 
sible upon the merits of a cause, though, from ne- 
cessity, they are relied upon to determine collateral 
issues that spring up during its progress. 

“Tt appears that time was given to Alteneck 
within which to rebut the allegations of public use 
and sale made in the affidavits. The right to cross- 
examine is, however, quite as important asthe right 
to rebut. It is clear that if the statutes authorize the 
Commissioner of Patents, with the approval of the 
Secretary of the Interior, to institute proceedings for 
inquiring into allegations of public use or sale of an 
invention, such as are made by the affidavits in this 
case, and if, in such proceedings, the law contem- 
plates the examination and cross-examination of wit- 
nesses, then it cannot be in accordance with law 
finally to reject an application for a patent upou 
mere ez parte affidavits taken without notice and 
cross-examination. 

“ We have examined the statutes, and are of opin- 
ion that sufficient authority exists to warrant the 
Commissioner of Patents in instituting an inquiry 
into allegations of public use or sale of an inven- 
tion upon which a patent is claimed, having oc- 
curred more than two years before the application 
for patent was filed. 
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“ As it seems to be the duty of the Commissioner 
of Patents to examine these questions thoroughly 
whenever they arise bona fide in connection with an any 
application for a patent, and as no such examination 
appears to have been made in this case, in which 
the usual methods of examination and cross-exami- 
nation under oath were resorted to, we do not think 
the Commissioner was justified in finally rejecting 
Alteneck’s application for a patent, and cannot con- 
firm his decision.” 


After this decision was rendered, and on the sixth of Feb- 
ruary, 1883, the same case came in due course before the 

+ then Commissioner of Patents; and his decision will be 
found in the volume entitled “Decisions of the Commis- 
sioner of Patents, 1883,” page 33. It will also be found in 


23d Official Gazette, 2233. . | 
This decision of the Commissioner is as follows: R 
“This case has been referred to me by the Exam- & if 





iner for instructions, in view of the fact that affi- } 
davits have been filed alleging that the invention j 
claimed had been in public use for two years and 
more before the application was filed. No definite 
presses heretofore, so far as I am able to learn, has 

een prescribed by which the fact of public use and 
sale alone could be tried and determined. Under a 
recent decision of the Supreme Court of the District 
of Columbia, however, it is held that the Commis- 
sioner of Patents has authority to institute proceed- 
ings to ascertain facts upon which such a determina- 
tion can be made. 

“I think the facts alleged in the affidavits pre- 

sented in this case are suflicient to warrant me in 
instituting such proceedings. The Examiner is 
therefore directed to transmit all the papers filed in 
the case and in connection therewith to the Examiner <p 
of Interferences. The Examiner of Interferences is 

instructed to fix times for the taking of testimony by 

the respective parties, the same as in interference = 
.cases—that is, the patties alleging that said inven- cep 
tion was in public use or on sale for two years prior 
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ws 
imissioner to the date of the filing of Alteneck’s application— 
horoughly ¢ viz., January 13, 1879—may have thirty days, upon 
yn With an . 4 proper notice to Alteneck of the time and place of 
amination taking their testimony, in which to establish the 
in which fact of such public use or sale. At the expiration of 
oss-exami- such time Alteneck may have thirty days in which 
not think to introduce testimony showing that the facts al- 
y rejecting leged are not true. At the conclusion of the taking 
annot con- of such testimony the case will be returned to the 
Office, the same as in interference cases, and the Ex- 
| aminer of Interferences will determine the question 
sth of Feb- \ of public use and sale the same as he determines the 
before the question of priority in interference cases. From his 
5a will Be decision appeals may be taken as in interference 
cases. 
» Commis- 
> found in ok An appeal was taken from this decision of the Commis- 
sioner to the then Secretary of the Interior. His decision 
us | will be found in the same volume of decisions of the Com- 
the Exam- & > missioner of Patents, page 114, and in the same number of 
that affi- the Official Gazette, and is as follows: 
invention H 
years and j “T have considered the appeal of Frederick von 
To definite Hefner-Altenech, by his attorney, Mr. Charles S. 
learn, has { Whitman, from your action in the matter of his 
ic use and application for a patent for improvement in dynamo- 
Under a Hy electric machines. It appears that the application 
he District H was rejected by you upon certain affidavits, in which 
2 Commis- it was alleged that the invention described had been 
te proceed- for more than two years in public use or on sale. } 
determina- Upon appeal to the Supreme Court of the District of | 
Columbia it was held by the court, in a decision | 
davits pre- dated the 27th of November last, that as the affi- 
ant me in davits referred to had been taken without reason- 
aminer is able notice to the applicant, and without allowing’ 
ors filed in him an opportunity to cross-examine the witnesses, 
Examiner ee the application should not have been rejected upon 
ferences is 1 such evidence. The court adverted to the fact that 
itimony by 1 it is the duty of the Commissioner of Patents to 
iterference thoroughly examine into the allegations of public 
uid inven- © use or sale of an invention whenever they arise 
‘ears prior bona fide in connection with an application for a 
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patent, and expressing the opinion that there is 
sufficient authority of law for instituting such in- 
quiry, remanded the case to the Commissioner for 
further proceedings. 

“Tt seems that no definite process has been pre- 
scribed in the practice of your office for conducting 
an examination into the question of public use or 
sale alone, and, as the proceeding is in the nature of 
acontest, an order was made by you directing the 
Examiner of Interferences, who is charged with the 
immediate supervision of controverted questions of a 
similar character, to take jurisdiction of the case and 
pursue the investigation under certain specified reg- 
ulations not differing materially from those govern- 
ing the trial of other contested cases before that 
officer. In his appeal from this order the appellant 
alleges that it is without precedent, and, as he be- 
lieves, without authority of law. He therefore asks 
that I shall instruct you to disregard the affidavits 
before referred to and issue the patent, if it shall 
appear that under the law and the present rules of 
the Patent Office the applicant is entitled to a 
patent. 

“The appellant is not entitled to a patent under 
the law if the statements contained in the affidavits 
be true. There is no reason to doubt that they have 
been made in good faith; and to issue a 
patent without thorough examination 
into the question of public use or sale 
of the invention raised by the affida- 
vits would be an inexcusable disre- 
gard of the requirements of the patent 
law. 


“The only question the case seems to properly 
present for consideration is whether, in ordering the 
proceedings for the trial of the issue involved, you 
exceeded the authority conferred by law Upon the 
Commissioner of Patents. That the order is without 
precedent is not a good reason for abrogating it. Its 
novelty is not an important consideration. It may 
be, and such -appears to be the fact, that no prece- 
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ody 
at there is dent for the trial of this case in the manner pro- 
ig such in- posed has been established in the practice of your 
vissioner for afte Office, but the necessity for instituting the proceed- 
3 ings having clearly arisen it became necessary for 
s been pre- you to decide what part of the machinery provided 
conducting by law for the transaction of the business of your 
blie use or | Office would afford the most orderly means of ad- 
ie nature of } judicating the question to be determined. The Ex- 
recting the , aminer of Interferences would seem to be the most 
id with the appropriate for the purpose, for the reason that the 
estions of a contemplated proceedings conform more nearly to 
he case and his other duties than to those of any other branch 
ecified reg- of the Patent Office. While it is true, if such be the 
ose govern- claim set up in the appeal, that there is no law 
before that | specially authorizing the designation of the Exam- 
¢ appellant iner of Interferences for the duty imposed upon him 
,as he be- 7 by your order in the present case, the appellant 
srefore asks r does not suggest any statute that may properly be 
e affidavits construed to prohibit the assignment of such duty 
if it shall or indicate wherein your action is not within the 
mt rules of bo ies scope and intendment of the general supervisory 
titled to a power conferred by law upon the Commissioner of 
Patents. 
tent under F : “*A practical knowledge of the action of any of the 
ie affidavits great departments of the Government must convince 
they have every person that the head of a Department in the 
issue a distribution of its duties and responsibilities is often 
aination compelled to exercise his discretion. He is limited in 
2 or sale the exercise of his powers by the law, but it does not 
© affida- { follow that he must show a statutory provision for 
{ evorything he does. No Government could be ad- { 
e disre- | ministered on such principles. To attempt to regu- | 
e patent | ~ late by law the minute movements of every part of , } 
. the complicated machinery of the Government 
‘0 properly would evince the most unpardonable ignorance on { 
nidevlaage: Uh the subject. While the great outlines of its move- ; 
ig the bs raked 7 
volved, you ments may be marked out and limitations imposed \ 
tipon the * . upon the exercise of its powers, there are numberless i 
is without things which must be done that can neither be an- . i 
Ling it. Its ticipated nor defined, and which are essential to the | 
f the Government.’ (U. S. vs. Daniel 
n, It may rw proper action ot 4 
7 Peters, 1.) 


t = e . 
MoIprecs “Tconcur with you that your order, from which 
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the appeal is taken, establishing a method for mak- 
ing the examination required by law into the truth 
of the allegations of public use and sale of the in- n 
vention for which a patent is claimed, is properly 
i within the scope of the law defining the duties and 
powers of the Commissioner of Patents. 
“Your action is therefore affirmed. 
“The papers belonging to the files of your Office 
are herewith returned.” 


While every word uttered by Judge Cox and by the 
Commissioner of Patents and by the Secretary of the Interior 
is important in this connection, yet the following language 
of the Commissioner is so directly significant as determin- 
ing the nature of public use proceedings that at the risk of 
useless iteration counsel repeat it here: 


‘ 


“The Examiner of Interferences is instructed to 
fix times for the taking of testimony by the respec- 
‘2 4 tive parties, the same as in interference cases—that ° 
is, the parties alleging that said invention was in 
public use or on sale for two years prior to the date 
of the filing of Alteneck’s application—viz., January 
13, 1879—may have thirty days, upon proper no- 
tice to Alteneck of the time and place of taking 
their testimony, in which to establish the fact of 
such public use or sale. At the expiration of such 
time Alteneck may have thirty days in which to in- 
troduce testimony showing that the facts alleged are 
not true. At the conclusion of the taking of such 
testimony the case will be returned to the Office, the Hi 
same as in interference cases, and the Examiner of 
Interferences will determine the question of public 
use and sale the same as he determines the question 
of priority in interference cases. From his decision 
appeals may be taken as in interference cases.” 

To show that the practice instituted by these decisions | 
last quoted was followed for years in the office, reference is 
ie q made to the case of Ex parte Finch, decided August 20, 

1887, and reported in “ Decisions of the Commissioner of 
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Patents, 1887,” page 96, (S. C. 40 O. G. 1027). It is not ne- 
cessary to quote the whole of the decision of the Commis- 
sioner. It is sufficient to say that this was a public use 
proceeding. On page 99 the Commissioner says as follows: 


“A history of the rules and regulations of the 
Patent Office would probably show that the practice 
has largely grown up in advance of any law of Con- 
gress authorizing it, and that the legislation of Con- 
gress in a general way, so far as it relates to the 
practice before the Office, has simply been declara- 
tory of that which had already come into existence 
at the time of the legislation. ‘This matter of author- 
izing the institution of proceedings to investigate the 
public use of an invention is illustrative of that fact. 
Although there had never been any settled practice 
or express litigation providing for public use pro- 
ceedings, yet in the decisions of the Supreme Court 
of the District, the Secretary of the Interior, and the 
Commissioner of Patents, in the Hefner-Altenech 
case, the Commissioner of Patents was held to have 
authority to institute such proceedings in the man- 
ner the public use inquiry was instituted in this 
case. Since these decisions Congress has recognized 
the propriety and regularity of such proceedings by 
appropriating a definite sum of money to pay the 
expense. This certainly is a recognition and ap- 
proval of the practice and of the authority involved.” 


It is necessary to add, further, that the case of Ex parte 
Finch, originating as an interference case, terminated as a 
proceeding involving the question of public use, as appears 
from what is said at page 97, supra, as follows: 


“On appeal to the Examiners-in-Chief the sare 
subject-matter appears to have received some consid- 
eration, one member of the board regarding the stat: - 
ment or suggestion out of place, but the other two 
members uniting in calling the Commissioner’s at- 
tention to the evidence already referred to by the 
Examiner of Interferences as tending to show public 


sale or use as a bar to the patent, but making no 
‘81-3 
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suggestion and expressing no opinion as to the effect 
of such evidence. When the case reached the Com- 
missioner on appeal, he, also, in remanding the ap- so 
plications to the Primary Examiner, called attention 
to this evidence, and directed hiin to examine the 
matter before issuing a patent to Finch. The Pri- 
mary Examiner, having his attention thus called to 
the subject, and the case being before him, held that 
the evidence taken in the interference case estab- 
lished such statutory bar, and he rejected the appli- 
cation of Finch on that ground. Instead of appealing 
direct to the Examiners-in-Chief from this decision, 
as by statute he might have done, Finch filed affida- 
vits controverting this evidence and asked for recon- 
sideration. The Primary Examiner forwarded the 
case to the Commissioner and recommended that it 
be referred back to the Examiner of Interferences. 


This recommendation was adopted by the Commis- Se 
sioner, who sent it back to the Examiner of I[nter- 
ferences, and the latter, holding that the affidavits 

mow 


were not legitimate testimony, instituted what he 
calls a ‘contested proceeding,’ in which Finch was 
allowed a certain time to take testimony, and Bailey 
and Talbot a like time, the issue being whether 
there had been two years’ public use or not. On 
final hearing the Examiner of Interferences decided 
that the statutory bar was established.” 


It is asserted with confidence that there is no other or 
later printed decision of either the Commissioner of Patents 
or of the Secretary of the Interior at all interfering with 
this practice. If the question of fact as to whether or not 
this practice exists in the Patent Office today were tu be 
raised now, it would be easy to furnish the court with the 
proof of uniform practice and custom in this regard. 
Upon this hearing, however, there can be no such ques- 2 48 
tion; because the existence of this uniform practice and 
custom is averred in the most explicit manner in the peti- 
tion and in the replication, aud is conceded by the de- wy 
murrer. F 
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It must, therefore, be assumed for the purposes of this ar- 
gument that a public use proceeding is a contested case in 
which the applicant for a patent is a party on the one side, 
and the persons who aver a public use are parties on the 
other; that such parties are parties litigant, and are entitled 
to the common-law rights of parties litigant. It cannot be 
contested that among these rights those of inspecting the 
papers in the case, of examining and cross-examining wit- 
nesses, of producing witnesses, of appearing by counsel and 
of being heard through argument of counsel, and the right 
of appeal, are primary and essential. Of course this also in- 
volves as a first step in the litigation the formation of an 
issue as to what the alleged invention is, in order that an 
intelligent inquiry may be made, and testimony taken as to 
whether or not such invention has been in public use. 


IL. 


Respects in which it is Sought to Control the 
Commissioner by Mandamus. 


It seems to be imagined by counsel for the respondent 
that this is an application for a mandamus to control the 
quasi-judicial action of the Commissioner. This is a mis- 
conception. It having been established for the purposes of 
this hearing that the relator was by the official action of the 
respondent constituted a party litigant to a certain quasi- 
judicial proceeding, all that is claimed is that pending said 
proceeding the relator was entitled to the rights of a liti- 
gant. It is not disputed that the Commissioner might have 
refused to institute any public use proceedings in this case. 
Such refusal might have been a grave breach of official 
duty on his part; nevertheless, if he had so refused, it may 
be that no court could have compelled him to the institu- 
tion of these proceedings. But that is not at all the question 
here. Whatever discretion the Commissioner had in deter- 
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mining whether or not these proceedings should be iusti- 
tuted has been exhausted. In point of fact he has acted, 
and has called the parties into court; and having so done 
he is compelled by the law and the practice which has 
arisen under that law to proceed in a certain way. 

When the witnesses on both sides shall have been heard, 
and when arguments by counsel shall have been made, he 
will then be in a position to properly and legally exercise 
his quasi-judicial power; and no one could contend that 
his judgment, either for or against the fact of public use, 
could be controlled by this writ of mandamus. The only 
question is whether or not, during the judicial investiga- 
tion, and before determining his judgment, he must pur- 
sue the course marked out by law. 

This is so elementary that it is difficult to cite authority 
in its support. From time immemorial the common law 
has provided writs through which judicial officers can be 
controlled in their ministerial action. If a judge refused to 
sign a bill of exceptions he could be compelled by man- 
damus to do so. At common law a writ of procedendo was 
used to compel a judge to proceed with a hearing. But 
under our American practice the writ of mandamus is gen- 
erally recognized as applicable in the premises. 


See In re The Life and Fire Insurance Company of 
New York, plaintiffs, vs. the Heirs of Nicholas 
Wilson, 8 Peters, 291. 

Ex parte Hoyt, 13 Peters, 279. 

Ex parte William Many, 14 Howard, 25. 


TT. 


Position of the Relator as a Party Litigant. 


It is asserted by counsel for the respondent that the re- 
lator can not assume the position of a party litigant in this 
ease, inasmuch as it is not itself an applicant for a patent, 
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and has not any pecuniary interest in the matter in 
litigation. 

But it would seem that this contention can not be raised 
by the respondent at this stage of the case. It would fur- 
ther appear to have been already determined by the decision 
of this court in the von Heffner Alteneck case. The parties 
litigant to such a proceeding as this could be none other 
than such parties as we have here. There must of neces- 
sity be on one side the applicant for a patent. Equally of 
necessity there must be on the other side a party or parties 
who are not applicants for a patent. 

If both parties were applicants, or one of them a patentee 
and the other an applicant, the case would be one for an 
interference. It therefore follows from the very nature of 
the litigation and of the judicial decision upon this subject 
that the parties must be exactly as they are in this case. 

But if this were not so, as the respondent has constituted 
them parties and has recognized them as such in a pending 
litigation, and inasmuch as his revocation of the order 
instituting the public use proceedings does not pretend to 
be based upon the ground that he made a mistake in recog- 
nizing the relator as a proper party to the proceeding, he is 
estopped from making such assertion now. 

Independently, however, of the two grounds hereinbefore 
considered, and upon general principles, it is submitted that 
the relator has by its petition shown such property right as 
entitles it to the protection of the court. 

It is explicitly averred at paragraphs 2,3 and 4 of the 


record that the relator has exteusive property rights in- - 


vested in the manufacture of the article for which a patent 
is sought, and that if the application be granted serious pe- 
cuniary loss will result to it by reason of injury to the said 
investments. It is said that if the patent be granted the re- 
lator will still have its factories and its machinery, and that 
it is not proposed to confiscate them. But the ready answer 
to that is that the value of these consists in their use, and 


| 
| 
| 
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that it is proposed by the issue of a patent to seriously in- 
jure that use, and that in a moneyed way. 

There are so many analogies applicable that it is only 
necessary to reflect for a few moments to have them become 
evident. Take the case of the preveution of free access 
to a man’s place of business or his residence. Here is no 
taking of one’s property in the strict legal sense; and yet 
there is such interference with and injury to its use as the 
court will protect. Take, again, the ownership of a man’s 
house or place of business. In the case of a slander of title 
thereto there is such injury as the law will redress, 

Now, in the case at bar, here are the relator and its 
licensee, who have invested large sums of money in factories 
and machinery for the manufacture of certain articles of 
commerce. If this patent be issued the use of these build- 
ings and of this machinery is injured, and pecuniary loss 
results therefrom to the relator. Upon what principle of 
law is this owner to be denied a remedy for this wrong? 

In the last analysis the issue of a valid patent really 
means that the relator can no longer use its buildings and 
its machinery for a purpose for which it has hitherto used 
them. It further means that the manufactured articles 
which it already has on hand and which are its property 
cannot be sold by it. In other words, those articles are 
virtually confiscated. 

Upon what principle of law is it to be asserted thata 
man can be deprived of these property rights without hav- 
ing a legal redress? It was said by counsel for the 

~ respondent that a man who chooses to invest money in the 
manufacture of an article in every case runs the danger of 
having a patent issued upon that article within the two 
years. But the obvious answer to that suggestion is that 
every man is presumed to know the the law, and therefore, 
no prudent man would invest money in the manufacture of 
an article upon which a patent might possibly issue unless 


the same had been in public use for more than two years, | 
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ef, 
riously in- and that this is the case with which we are concerned here. 
The moment an article has been in public use for two 
it is only ie ie 7 years there is the guarantee of the law that no patent can 
ni become be issued upon it; and thus what is alleged as an argument 
ree access by the respondent is really, if the facts of the case be as we 
Iere is no contend, and as the demurrer admits, a very strong argu- 
; and yet ment against him. 
use as the The only head of the law to which-one would refer for 
‘a man’s instances of injuries to property which can not be re- 
ler of title dressed would be cases of damnum absque injuria. If, how- 
z ever, we consider cases of that kind we find that none of 
r and its | them bear any analogy whatever to the case at bar. Take 
1 factories the text-book case of the proprietor of a school who is in- 
articles of jured by the establishment of another school in the same 
ese build- fe neighborhood. Here may be very grave pecuniary loss 
niary loss from the newer methods or the more attractive and exten- 
inciple of sive course of instruction of the rival school. The adja- 
‘rong? i cent school, which may have been established for half a 
nt really century, will be inevitably destroyed. But yet here is no 
dings and legal injury, because no one person has a right to a mo- 
ierto used nopoly with respect to schools. 
1 articles So in regard ta the destruction of property by a hostile 
property army. So with respect to a carrier’s loss of goods through 
rticles are the act of God. Instances might be multiplied indefinitely; 
but none of them would furnish the slightest analogy to 
ad thata | the case at bar. { 
rout hav- | . It is submitted, therefore, that upon the strongest princi- i 
1 for the ples of law the petition of the relator, admitted by the de- j 
vey in the murrer, shows such a threatened loss of property as gives 1 
danger of the relator a standing wherever the law affords a method of 
the two procedure. Now, in the case at bar not only have the ex- 
on is that el plicit language of the statute and the judicial declaration 
therefore, of the courts and the practice thereunder of the Patent ; 
facture of Office for years afforded such a procedure, but the respond- 
ue unless ey ent has himself constituted the relator a party litigant in 
wo years, such proceedings. 


Raymond R, Wile 






- 24 


IV. 
Ordinary Remedy at Law Inadequate. 


on 


But it is said by counsel for the relator that under the 
statute the issue of the patent is not conclusive upon the 
question of public use, and that if Macdonald should obtain 
the patent, and sue-the relator for infringement, the latter 
would have a valid defense in the fact of public use. While 
this is perfectly true, the answer to it is evident. The 
relator has set forth at length in paragraph 3 of its petition 

Z (Record, pp. 3, 4 and 5) the injury which he would suffer 
if a patent be issued to Macdonald, entirely independently 
of the result of an infringement suit, and, in fact, without 
reference to the bringing of an infringement suit. 

Now, it is well-settled law that a court of equity has 
no jurisdiction where there is a certain sort of remedy at 
law. It has been established by the Supreme Court of the be 
United States, however, that this remedy at law must be 
as plain and adequate and as practical and efficient to the 
ends of justice and its prompt administration as the remedy 
in equity in order to bar the equitable jurisdiction. The 
leading case on this point is Watson vs, Sutherland, 5 Wall- 
ace, p. 74. This has been cited and approved very gene- 
rally, and is recognized as a leading case. Reference may, 
however, be made, to— : | 

Payne vs. Hook, 7 Wallace, 430. - | 
Krippendorf vs. Hyde, 110 U. S. 280. H 
North vs. Peters, 138 U. S. 281. ; 


And see especially the case of— 


Davis vs. Wakelee, 156 U.S. 688, where the author- . 
ites are collected. } 


The analogy of this principle is very evident. While it j 
is true that the relator could successfully defend an action 
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for infringement if a patent be granted to Macdonald, 
nevertheless, inasmuch as in the proceeding for a public 
use there is through the act of the respondent in accord- 
ance with law afforded to it an opportunity to prevent ille- 
gal damage to itself at the outset by removing, or, rather, 
preventing. from coming into existence the cause of dam- 
age, every principle of reason and of analogy justifies the 
maintenance of a jurisdiction which will prevent the inflic- 
tion of damage. 


v. 


The Question of Estoppel. 


This question of estoppel is presented to the court by a 
demurrer to the relator’s replications of estoppel, which are 
contained at pages 22, 23, 24,25 and 26 of the record. 
Therein it is explicitly averred that an agreement was 
made between the respondent and the attorneys of the re- 
lator that no further action, after the 3d day of February, 
1902, should be taken in the said public use proceedings 
until the relator should have filed its petition in the Su- 
preme Court of the District of Columbia for a mandamus 
to said respondent to compel him, as Commissioner of 
Patents, to grant to your relator the rights of a party in 
interest in the said public use proceeding, and to conduct 
the said proceeding as a contested case under the practice 
prevailing in the United States Patent Office, and in ac- 
cordance with a decision of the Supreme Court of the Dis- 
trict of Columbia in what is known as the Alteneck case, 
and further until the decision of the said court upon the 
said petition should have been made. 

Further, the relator says that acting upon said agreement 
its said attorneys did not proceed as in the said order re- 
quired, as they should have done had they not relied upon 
the aforesaid agreement with the said respondent; and fur- 


ther it says that in reliance upon the said agreement they 
‘81-1 
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-did prepare and file in the Supreme Court of the District 
of Columbia the said petition for mandamus which is the 
pending proceeding, and that the aforesaid order of the re- 
spondent setting aside the order instituting the public use 
proceedings and remanding the said Macdonald case to the 
primary examiner for consideration and action was in direct 
violation of the aforesaid agreement. 

The same language is repeated in the eighth replication. 

The facts as set forth in these two replications are admit= 
ted by the respondent’s demurrer. There can be no ques- 
tion that if such an agreement had been made by two mem- 
bers of this bar and had been expressed in writing under 
the rule of court it would have been a binding agreement. 
There is no rule of court requiring the announcement of 
such an understanding and agreement between judge and 
counsel to be in writing. It can not be supposed that any 
judge of this court, after the making of such an agreement, 
would violate it. Should he do so there can be no question 
that it would constitute error which would be corrected upon 
appeal. 

Counsel are unaware of any law or rule of practice which 
prevents an agreement with respect to the conduct of a case 
from being made between the Commissioner of Patents and 
attorneys conducting proper proceedings before him. It 
being admitted by the demurrer that this agreemeut was 
made, upon what principle can it be contended that the 
Commissioner of Patents can deliberately mislead the at- 
torneys of litigants to the injury of their clients’ interests, 
and there be no remedy to correct such act? Such an 
agreement, when acted upon by either party thereto, be- 
comes a contract. It is one of the maxims of the law that 
pacta conventa que neque contra leges neque dolo malo inita 
sunt omnimodo observanda sunt—compacts which are not 
illegal and do not originate in fraud must in all respects be 
observed. 

To escape, therefore, from the binding force of this ad- 
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he District 


ae mitted contract the respondent must show that it is against 
rich is the 


public policy that he should be allowed to make such a 


a ci = er * contract, or that it is tainted with fraud. There is no sug- 
ie a ee gestion of fraud on the part of the relator in this connection. 
must 


Why such a contract should be against public policy it is 
difficult to conceive. 

Great latitude is allowed to a judge as to the mere par- 
ticulars of procedure in the conduct of a case; and why 
public policy should prevent him from agreeing to postpone 


is in direct 


‘eplication. 
are admit* 


Lok a | a particular proceeding in order that a grave question may 
Sieqnem= | be presented for judicial determination to a regularly con- 
ting under stituted tribunal it would be difficult to suggest. It is con- 
igreement. fidently submitted that the respondent is, upon every 
aac of principle of law, of justice, and of fair dealing, estopped 
i <n at from relying upon his improper and illegal act of dismissal 
teany of these public use proceedings. 
igreement, 
© question e 
ected upon VI. 
tice which The Declaration of Public Use Proceedings in a 
Wolacons Proper Case a Duty of the Commissioner. 
sien and It seems to be assumed by counsel for the respondent 
+ him, It that the declaration of public use proceedings is a mere 
es ie graceful function of the Commissioner which he can exer- 
4 ie fe cise at his pleasure and almost at his caprice. A moment's 
ee af- thought should be sufficient to dissipate this idea. The 
tae history of patents shows that they originated in odious mo- 
uch an nopolies, and they have always had attached to them in a 
xe be- certain degree that odium. It is true that it has been the 
< on hie policy of this country to encourage inventions; neverthe- 
erotics . - less, the law has always recognized that a monopoly is, be- 
cause it has been odious, a thing to be carefully guarded ; 
spetihe and. hence at the very outset the law opposes the rights of 
f this ad- n>) the public to the rights of the would-be monopolist. 


These considerations have been appreciated, as is evi- 
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denced by the following language of Mr. Justice Cox in the 
case already cited : 

“As it seems to be the duty of the Commissioner 
of Patents to examine these questions (of public use) 
thoroughly whenever they arise bona fide in connec- 
tion with an application for a patent, and as no such 
examination appears to have been made in this case, 
in which the usual methods of examination and 
cross-examination under oath were resorted to, we 
do not think the Commissioner was justified in fi- 
nally rejecting Alteneck’s application for a patent, 
and cannot confirm his decision.” 


No more potent language could be used to characterize, 
as it does so justly, the duty resting upon the Commissioner 
of Patents to make a thorough examination of the question 
of public use. : 

See also the strong language of Secretary Teller printed 
in bold face type supra. 

As has been said, however, we are not concerned with 
this question here, inasmuch as whatever discretion the 
Commissioner may have possessed in determining whether 
he would discharge this duty or not, in the case at bar he 
has already exercised that discretion and has attempted to 
discharge the duty; and the only question is whether or 
not he shall discharge it in a legal or an illegal manner. 


VII. 
No Redress by Appeal or Writ of Error. 


The relator had no redress by appeal or writ of error 
for the action of the respondent in question. This is ad- 
mitted, both by the demurrer and explicity by the lan- 
guage of the return. (Sec Record, p. 19). The respondent 
explicitly says in his return, “The respondent further ad- 
mits that the relator has no remedy by appeal or writ of 
error.” 
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It is true that the respondent proceeds to argue why he 
has no remedy; but that is a question with which we are 
not concerned here. If the relator had in fact an appeal 
from the action complained of to a superior jurisdiction, 
unquestionably he could not have maintained his applica- 
tion for a mandamus. It is conceded, as we have seen, that 
he had no such remedy. Even if, as a matter of right, the 
practice of the Patent Office should have allowed an ap- 
peal, yet as in point of fact no appeal was allowed the 
proper course is that pursued here—a writ to correct the 
wrong at its initial step and at the hands of the officer who 
has committed it. 

This, however, isa mere moot question in the case at 
bar, inasmuch as we have the explicit admission that the 
relator had no remedy by appeal or writ of error. 


vul. 


Rule 213 of Rules of Practice in the United States 
Patent Office Not Applicable. 


It is contended by the respondent that the rules of prac- 
tice of the United States Patent Office promulgated by the 
Commissioner of Patents and approved by the Secretary of 
the Interior, thus having the force of law, as is said, do not 
specifically provide for the practice in the case of public use 
proceedings, and that therefore rule 213 covers the case. 
This rule reads as follows: 


“All cases not specifically defined and provided 
for in these rules will be decided in accordance with 
the merits of each case, under the authority of the 
Commissioner; and such decision will be communi- 
cated to the interested parties in writing.” 


Upon general principles of interpretation this rule would 
only be applied to cases of emergency. It is intended to 
cover extraordinary situations which the general rules 








30 


framed for the government of business in the Patent Office 
through some inadvertence or by reason of some exigency, 
fail to meet. All principles of interpretation would sustain 
and invite the application of the regular rules to the regu- 
lar course of business of the office. As has been seen, the 
decision of Mr. Justice Cox, adopted by the Commissioner 
of Patents and by the Secretary of the Ii.terior, and en- 
forced in practice for twenty years, has established as a 
tule of practice and consequently, as has been seen, as a 
tule of law, the fact that public use proceedings are to be 
conducted as interference proceedings. Now, the rules of 
practice with respect to interference proceedings are explicit, 
and will be found: under the bead of “Interferences,” be- 
tween pages 29 and 39. 

Consequently, every effort will be made to apply these 
rules to proceedings investigating a public use. A court 
will not assume that proceedings of this nature, which may 
oceur frequently in the regular administration of the office, 
are to be subjected to the undefined discretion of the Com- 
missioner rather than to a regular set of rules applicable to 


general proceedings, and known in their definite language _ 


and provisions to the public interested in them. 


IX. 
The Case of Hill vs. Hodge. 


The respondent in his brief refers particularly to the de- 
cision of the Court of Appeals of this District in the case of 
Hill vs. Hodge, 12 App. D. C, 528, and to the following 
language of Mr, Justice Shepard, delivering the opinion of 
the court: 

“Asa matter of fact the Commissioner, though re- 
fusing to take cognizance of the issue of patentabil- 
ity, regards the eyidence of prior invention and 
public use by Leeds as sufficiently important to re- 
quire him in rendering his decision to direct the 

primary examiner to inquire into and consider the 
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i tion of patentability when the matter shall 
uestion of patentability when the matter shal 

pal Otics: eats come before him. When that question shall - i 
exigency, be raised Hill will have no other interest in its de- 
Id sustain i cision than as one of the general public whose inter- 
the regu- ests are under the protection of the Commissioner 
seen, the of Patents.” 
= ete The first note that we make with respect to this decision 
sled aa S is that so far as the language relied upon by the respond- 
seen, as a ent is concerned it is absolutely arbiter dictum. When we 


nre.ito"be come, however, to consider the facts of the case in so far as 
they appear in the opinion, it is not evident that Hill had 


e rules of | : . : 
‘e explicit, } any interest whatever in the question of public use. The i 
nes,” be- only other mention made in the decision of Hill’s name at y } 

all is to the effect that he claimed priority of invention in j 
oply these 5 bs an interference case, and that the examiners-in-chief had | 
ek Gaunt decided against him upon this issue, awarding priority of 
thich may invention to Hodge. It nowhere appears that Hill had the 
tho office, an ee same moneyed interests in connection with the question of 
mRaierae public use that the relator in this case has averred in his 
plicable to petition, and which are conceded by the demurrer. 
» language 

x. 
Respondent’s Office Not Organized as a Trial 
Court. 

to the de- | There would seem to be no necessity, on the present argu- 
the case of . ment, for a consideration of this point; because it is ad- 
following mitted by the demurrer. It would be equally irrelevant to } 
opinion of consider the other question, as to whether or not the Com- 1 

missioner is the head of the office with power to act person- 
though re- 7H oa ally in any case coming before it, inasmuch as it is averred 
patentabil- as a matter of fact in the petition, and reasserted in the 
ntion and replication, that he is not; and this is also admitted by the 
tant to re- Sali demurrer. Nevertheless, it may not be improper to state 
direct the the position taken by the relator in this respect. By ex- 


nsider the 


inane di mai iaitide dala atie a tari 
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plicit provision of law all applications for patent come in 
“the first instance before the primary examiner; and they 
can only reach the Commissioner of Patents on appeal. 
‘ E Take the large class of interferences: These, in the first in- 
stance, must come before the examiner of interferences; and 
again it is only by appeal that they can reach the Commis- 
sioner of Patents. 


R.S. U.S., Sections 4909-4910. 


So with respect to public use proceedings. It being con- 
ceded by the demurrer and established by the argument 
that they are to be conducted as interference proceedings, 
they would also come within these provisions of law as to 
interference proceedings; and the Commissioner could only 
pass upon them by way of appeal. These considerations 

§ are reinforced by a decision of the respondent in the case 
- ‘ of Ex parte Organ, decided June 11, 1902, and reported in 
q the Official Gazette of the United States Patent Office, Vol. 

100, No. 1, pages 231-232. The respondent says: 


“This is a petition from an action of the exami- 
ner in charge of the above entitled application mak- 
ing certain objections to the specification and claim, 
and also rejecting the claim. The petitioner asks 
that the Commissioner examine into the case and 
review the points at issue, that justice may be done 
in the premises. 

“The petition does not comply with the rules, be- 
cause it does not state the facts involved, and the 
‘point or points to be reviewed’ (Rule 145). More- 
over, it is improperly taken, inasmuch as it requests 
a review by the Commissioner of matters involving 
the merits of the invention and the rejection of a 
claim. A review of the examiner's action on these 
matters is to be made in the first instance by the 
examiners in chief, as provided by Rule 133. It 
appears, further, that the petition is premature, since 
the questions have not been twice acted upon by the 
examiner. The petition is dismissed.” 
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XI. 
The Matter of Delay. 


The counsel for the respondent in his brief insists upon 
the delay in the case. But he has not told the court that 
one year of this delay was occasioned by the Secretary of 
the Interior, who kept the case that long before him upon a 
certain appeal. When the facts are gone into it will be seen 
that the relator is not even mainly responsible for the time 
occupied. But this whole question is irrelevant here. The 
relator has used due diligence in this pending matter, and 
justice must be done even though time be consumed in 
doing it. 


In conclusion counsel for the relator urge that apart 
from any technical view of the case, and quite independ- 
ently of any abstract right, the relator’s position in this 
case is strongly fortified by common-sense. It is conceded 
that for a number of years—in fact, since the year 1877— 
this particular process for which a patent is sought, to wit, 
the running of a machine already known at a mere higher 
rate of speed, had been in usé by the relator and persons 
claiming under it. It is further not denied that large sums 
of money have been invested by the relator in the manu- 
facture of phonographs running at this high rate of speed. 
It is now proposed that a patent should issue to Macdonald 
giving him the sole right to this process. As a consequence 
of this a cloud would be thrown upon the right of the 
relator and its licensees and of all persons who have bought 
phonographs from them to operate such phonographs or to 
continue their manufacture. The mere fact of the existence 
of such a patent would impugn the title of the relator to 
such instruments, and would also frighten their customers 


and seriously diminish their trade. 
2181+ 


Raymond R. Wile 






















34 


Tf, in point of fact, this process has been in public use 

since 1877 or thereabouts the matter should be ascertained 

now. The law provides a process for ascertaining it. The ae | 

courts have said that it is duty of the Commissioner of Pat- 

ents to ascertain it. Having determined that he would ascer- 

tian it, and the law having settled the process through 

which such ascertainment should come, his action in the 

premises in denying to the relator the'rights of a litigant and 

in revoking the declaration of public use against his assur- 

ance that it would no be so revoked should not be sustained 

by the court. 

Complete justice can be done at the outset ; and the court is 

adequate, by its writ of mandamus, to insist that it shall be 

done, at least so far as the observance of the regular system 

of procedure is concerned. roe 

Respectfully submitted : 

RICHARD N. DYER, 
LEONARD H. DYER, m4 
R. ROSS PERRY & SON, 

Attorneys for Relator. 





